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WHERE
CREDIT

|S DUE

IN DASTAR, THE U.S. SUPREME
COURT NARROWED THE MEANING

OF

ARTISTIC CREATORS USED
to have an independent
right under the Lanham Act
to redress false attribution
or obliteration of their
credit.! Recent years, how-
ever, have been tough for creators.2 In June 2003, in Dastar
Corporation v. Twentieth Century Fox Film Corporation, the U.S.
Supreme Court “considerably narrowed” the scope of these Lanham
Act claims, and perhaps abolished them entirely.?

Lanham Act claims protected the significant interest of creators
in getting credit for their contributions. In the entertainment indus-
try, credit is often more valuable than the direct compensation a cre-
ator receives for a particular project.* With each credit, artists gain
in the ability to obtain additional work.> Agents use credit in nego-
tiating client fees and participation in the revenue streams generated
by DVD, cable, and foreign television.® Lanham Act claims also
provided the additional bite of treble damages for intentional viola-
tions and, in exceptional cases, attorney’s fees.” Unfortunately for cre-
ators, the Copyright Act does not provide a moral right to attribu-
tion nor a right to prevent false attribution.8 This leaves few avenues
for creative talent to redress the denial of proper credit.

Before Dastar, when people contributed intellectual property to
a creative project, whether or not the intellectual property was sep-
arately copyrightable, they possessed a right to sue under the Lanham
Act if others were falsely credited for the contribution or if credit was
obliterated. This important right was recognized in the 1981 Ninth
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“FALSE DESIGNATION OF
ORIGIN” IN THE LANHAM ACT

Circuit case Smith v.
Montoro.”

In Smith, the defen-
dants had removed the
name of an actor from the
credits of a film and had
substituted the name of another actor in his place. The Ninth Circuit
held that this misattribution of credit could be classified as “reverse
passing off,” in which a wrongdoer removes the name or trademark
on another party’s product and sells that product in an unbranded
state or under a name chosen by the wrongdoer. The Ninth Circuit
held, therefore, that the defendants had violated Section 43(a)(1)(A)
of the Lanham Act, which provides:

Any person who, on or in connection with any goods or ser-

vices...uses in commerce any word, term, name, symbol, or

device, or any combination thereof, or any false designation

of origin, false or misleading description of fact, or false or mis-

leading representation of fact, which...is likely to cause con-

fusion, or to cause mistake, or to deceive as to the affiliation,
connection, or association of such person with another person,

or as to the origin, sponsorship, or approval of his or her goods,

services, or commercial activities by another person...shall

be liable in a civil action by any person who believes that he
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or she is or is likely to be damaged by

such act.10

Later, in 1988, the Ninth Circuit simi-
larly applied the Lanham Act in Lamothe v.
Atlantic Recording Corporation,'! which
concerned four cowriters who had written
two songs released by the band Ratt. Two of
the cowriters brought a Lanham Act claim
against the other two cowriters (and their
licensees) for falsely claiming to be the sole
authors of the compositions. The defendants
argued that the credits were partially correct
in that they correctly identified two of the
coauthors, and the failure to credit the remain-
ing two was a “mere omission.” The Ninth
Circuit rejected the defendants’ argument.
Instead, the court expressly held that the fail-
ure to credit some of the authors violated
the Lanham Act’s policy goal that “the pro-
ducer of a good or service receives appropriate
recognition and that the consuming public
receives full information about the origin of
the good.”12

The Lanham Act claim was crucial to the
plaintiffs in Lamothe because the license that
was granted by the coauthor defendants
barred any claim for copyright infringement.
Under the Copyright Act, any coauthor has
the right to license the work without the con-
sent of the other coauthors.!3 Thus, the
Lanham Act provided an important remedy
in cases in which a copyright infringement
claim could not be asserted and in which
claims for breach of contract afforded reme-
dies that were insufficient. Neither the cowrit-
ers in Lamothe nor the actor in Montoro
had separate claims for copyright infringe-
ment.!4 In fact, copyright infringement claims
are often unavailable for creators. For exam-
ple, a copyright infringement claim will not
survive when a court finds that the artist
gave the infringers an implied license to
exploit the work.! Perhaps most commonly
in the entertainment industry, a copyright
infringement claim will not lie when only
ideas are utilized.'® However, misappropria-
tion of ideas can nevertheless become action-
able,!” and the credit for an idea (for exam-
ple, a “story by” credit) can be an important
consideration for creators.

When copyright infringement claims did
not exist, creators could make a Lanham Act
claim to recover for false attribution for cre-
ation.!® This was an important deterrent to
potential wrongdoers.!?

Dastar

In 2003, without expressly overruling any
of the foregoing misattribution cases, the
U.S. Supreme Court all but abolished misat-
tribution claims. In Dastar v. Twentieth
Century Fox, defendant Dastar created deriv-
ative works based upon a television series
that had been produced in Europe by
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Twentieth Century Fox. After the television
series fell into the public domain in 1977,
Dastar edited the content of the series and
added some new content, producing a video
series titled World War 11 Campaigns in
Europe. Dastar listed itself and its employees
in the credits and on advertising materials as
the producers of the series. Twentieth Century
Fox and its sublicensees brought a Lanham
Act claim against Dastar, in which it was
alleged that Dastar falsely designated the ori-
gin of the goods when it failed to give credit
to Fox and when it designated itself, not Fox,
as the producer of the video series.

The Supreme Court held that there was no
violation of the Lanham Act because the term
“origin,” as used in Section 43(a) of the
Lanham Act, referred only to the manufac-
turer or producer of the tangible physical
goods and not to the creator of the intellec-
tual property contained in those goods.20

The Supreme Court based this interpre-
tation on three grounds. First, because the
underlying creative work was no longer sub-
ject to copyright protection, the defendants in
Dastar were merely benefiting from works in
the public domain. The court reasoned that
to allow the Lanham Act to redress false
attribution when copyright protection was
lacking would cause the act to conflict with
copyright law, and would “be akin to finding
that §43(a) created a species of perpetual
patent and copyright, which Congress may
not do.”2! (In addition, the court noted the
practical difficulties of determining the origin
of a creative work in a case in which the ori-
gin encompassed authorship.22)

Second, the Court found that the Lanham
Act should not allow a lawsuit when a copier
gives credit (for falsely implying a creator’s
“sponsorship or approval”) and when a
copier does not give credit (for reverse pass-
ing off).23 It did not seem logical that Lanham
Act claims could be justified by an action
and by the opposite action.

Third, the Supreme Court reasoned that
requiring attribution of the creative source of
goods would be inconsistent with previous
interpretations of the Lanham Act.2* For
example, the Court previously had held that
product design trade dress always required
proof of secondary meaning to be valid.2’
Thus, the Court feared that if it ruled against
Dastar, future plaintiffs could maintain a
Lanham Act claim for a product design trade
dress, even when it lacked secondary mean-
ing, simply by means of bringing a claim for
false attribution.

The holding of Dastar appeared to be
that there is no right for creators or owners
of works that have fallen into the public
domain to redress false attribution that is
contained on products placed into the stream
of interstate commerce. However, the U.S.

Central District Court has applied Dastar
far more expansively.

In Williams v. UMG Recordings, Inc, the
Central District applied Dastar in dismissing
a Lanham act claim arising from the misap-
propriation of a copyrighted work.26 In
Williams, the plaintiff worked on the pro-
duction of a film, but the parties disagreed
about the nature and extent of the plaintiff’s
involvement. The plaintiff contended that he
reedited and rescored the film and that the film
incorporated his copyrighted narration script.
The plaintiff was not credited for any of this
work.

The plaintiff filed a lawsuit that included
claims for copyright infringement and viola-
tion of the Lanham Act. Before Dastar was
published, the defendants filed a motion for
summary judgment that attacked the Lanham
Act claim, and the motion was dismissed.
However, after Dastar, the district court
granted partial summary judgment and, fol-
lowing Dastar, dismissed the Lanham Act
claim. In contrast to Dastar, the works at
issue in Williams were protected by copy-
right law and were not in the public domain.
The district court held, however, that the
definition of “origin” established in Dastar
“did not depend on whether the works were
copyrighted or not.”27

In two subsequent cases, federal courts,
including the First Circuit, have dismissed
Lanham Act claims without making any dis-
tinction about whether the disputed work
was within the public domain.28 Thus, for
courts that follow the holding in Williams,
Section 43(a)(1) of the Lanham Act is a closed
avenue for creators seeking to redress false
attribution or obliteration of credit.

What Options Remain?

In the wake of Dastar, aggrieved creators
who have been improperly denied credit
should consider an alternative to a claim
under the Lanham Act. For their attorneys,
the first line of prosecution is to check applic-
able collective bargaining agreements. The
Directors Guild of America, for example,
requires its signatories to credit directors in
the film as well as in publicity materials for
the film. Similarly, the Writers Guild of
America has credit requirements for screen-
writers.2? Signatories to the agreements that
fail to accord credit to a director, creator, or
writer may be subject to arbitration, liability,
and, in some cases, expulsion from the guild.30

However, there are numerous situations
that are not covered by collective bargaining
agreements. If one of the parties to an agree-
ment is not a member of a guild, for exam-
ple, then the bargaining agreement does not
apply. This is often the case for young artists
looking for their first big break into a creative
profession. If a collective bargaining agree-



ment is not applicable or does not provide suf-
ficient protection, creative participants are
left to pursue their rights, if any, under the law.

In limited situations, visual artists are pro-
tected by the 1990 Visual Artist’s Rights Act
(VARA), found in Section 106A of the
Copyright Act. VARA protects the moral
rights of certain artists.3! These rights spring
from a reasoning that because an artist
“injects his spirit” into an artistic work, the
artist’s personality and the integrity of the

cation, scope, and placement of credit.
However, artists are often persuaded to work
on a handshake. Even in this situation, how-
ever, creators can bring claims for breach of
an implied or oral contract.

The principle of an implied contract claim
is simple—nothing is free. Thus, whenever one
party uses another’s intellectual property,
that person must compensate the creator on
terms that are customary and reasonable.3”
Since credit is valuable, it is a term of the

be the law. In Williams v. UMG Recordings,
Inc., after striking a Lanham Act claim based
on misattribution or obliteration, the Central
District denied the plaintiff’s request to amend
to state an unfair competition claim.*

The court relied upon cases that held that
Lanham Act claims are “substantially con-
gruent” to state unfair competition claims.*’
However, congruent is not identical, and the
language of Section 43a of the Lanham Act
is not even remotely similar to that of Section

The principle of an implied contract claim is simple—

nothing is free. Thus, whenever one party uses another’s

intellectual property, that person must compensate the

creator on terms that are customary and reasonable.

work should be protected and preserved.32
Accordingly, moral rights exist independently
of an artist’s ownership of copyright.33

The rights granted under VARA include
the rights to claim authorship in a work as
well as limited rights to prevent distortion,
mutilation, or modification of a work—even
after it is sold. However, only a work of
visual art, as defined by the Copyright Act, is
covered by VARA. This definition encom-
passes exhibition photographs and single or
limited edition paintings, drawings, prints, or
sculptures. Posters, magazines, films, adver-
tising material, and several other types of
works are expressly excluded from the pro-
tection of VARA.34 Furthermore, Section
106A(c)(3) creates an exception that effec-
tively means that only works in an “artistic
setting” (e.g., a museum) are protected from
misattribution.3%

California has adopted its own protec-
tive statute for fine art. Civil Code Section
987(d) provides: “[T]he artist shall retain at
all times the right to claim authorship, or, for
a just and valid reason, to disclaim authorship
of his or her work of fine art.” The California
statute authorizes injunctive relief, actual and
punitive damages, and attorney’s and expert
witness fees.3® However, these terms also are
narrowly defined to exclude a number of
major categories of visual art.

Another potential avenue of legal redress
is the implied contract. Ideally, before con-
tributing to a creative work, creators enter
into written contracts that govern the allo-

implied contract that constitutes an item of
damage in a breach of implied contract case.
The theory of “expectancy damages” appears
to require this result.’8 Evaluating damages
for failure to credit can be difficult because
ascribing a precise economic value is far from
an accounting exercise. Thus, expert testi-
mony may be attacked as speculative,3? but
despite this possible difficulty, damages for
loss of credit have been awarded.*?

A famous example concerns the Taco Bell
chihuahua. The creators of the Taco Bell chi-
huahua presented their idea to Taco Bell,
which proceeded to use it without compen-
sating the creators. On June 4, 2003, a
Michigan jury awarded them $30.1 million,
based in part on implied contract claims.
The court also awarded $11.8 million in
interest.*! Although this case does not involve
misattribution, the judgment indicates that
damages for breach of an implied contract can
be significant.

In most cases, a breach of implied contract
claim does not arise until after the damage has
been done. In contrast, under the Lanham
Act, one remedy was a judgment compelling
proper attribution of credit, which is often
the goal of creators in the entertainment
industry.42

California Business and Professions Code
Section 17200 prohibits “unlawful, unfair, or
fraudulent” business practices. Prior to
Dastar, misattribution qualified as an unfair
business practice and entitled plaintiffs to
injunctive relief.*3 This appears to no longer

17200 of the Business and Professions Code.*6
California courts consistently have inter-
preted Section 17200 broadly “precisely to
enable judicial tribunals to deal with the
innumerable ‘new schemes which the fertil-
ity of man’s invention would contrive.”47
Certainly, if one person takes credit for cre-
ating intellectual property that was created by
another, an unfair business practice has
occurred; to the extent that interpretation of
the Lanham Act has changed to no longer
prohibit a particular unfair business prac-
tice, this should indicate only that the two sec-
tions are no longer congruent and not that the
dismissal of one should compel the dismissal
of the other.

Where the false attribution is contained
“in commercial advertising or promotion”
and misrepresents “the nature, characteristics
or qualities” of the work, a claim under
Section 43(a)(1)(B) of the Lanham Act is still
viable.#8 In one of the leading treatises,
McCarthy on Trademarks and Unfair
Competition, the authors conclude that the
holding in Smith v. Montoro could be justi-
fied under the false advertising prong of
the Lanham Act.*® Advertising for a film that
misrepresents the performers, for example,
would constitute a misrepresentation of
the “nature, characteristics or qualities” of a
film.

Although the Supreme Court’s recent def-
inition of “origin” was motivated out of a
refusal to extend protection to copyrighted
works that lapsed into the public domain, the
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law appears to no longer provide an inde-
pendent right to creators to redress false attri-
bution. As a result, misattribution must be
addressed with alternative claims, none of
which offer the treble damages of a Lanham
Act claim.

In the wake of Dastar, Congress should
extend the moral rights of copyright beyond
its current limited state to ensure that artists
receive credit for their work or, at least, that
others do not falsely take credit for the work.
Until then, creators can become the victims of
case law.

! The Lanham Act, 15 U.S.C. §§1051-1129. False
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